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An Organization for the 
Protection of Trade-Marks and Trade-Names 





The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
perform the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 





During its sixty-six years of existence the Association has been accumulating comprehen- 
sive records, files and a general library of information on trade-mark matters. Members or 
their counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 





From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 





In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 


such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 


and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 





SOUND POLICIES AND PRACTICES 





The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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NON-USE OF TRADE-MARKS 


PART I 


NON-USE OF TRADE-MARKS DUE TO “SPECIAL CIRCUMSTANCES” 
(THE PHILHARMONIC CASE) 
By Walter J. Derenberg* 











The Commissioner of Patents recently handed down a decision of consider- 
able importance on the question of the effect of war restrictions on established 
trade-mark rights in E. H. Scott Radio Laboratories, Inc. v. Philharmonic Radio 
Corporation." 

The Philharmonic Radio Corporation applied for registration of the trade-mark 
“Philharmonic” for radio receiving apparatus and related merchandise in April, 
1944, claiming use by it and its predecessor since February, 1938. It was undis- 
puted that the identical mark had been previously adopted and used by E. H. 
Scott. Scott had not used the name “Philharmonic” alone but had used it in con- 
nection with its name as “Scott Philharmonic” since 1937. It had concededly 
sold radio receiving sets for a period of approximately five years from 1937 until 
1942. However, it had not secured a federal registration for that name. In April, 
1942, the manufacture of radio receiving sets for civilian use was suspended by 
Government order. Both parties discontinued the sale of radio receiving sets 
and produced military equipment only. It appeared that the applicant—hereinafter 
referred to as Philharmonic—used the word “Philharmonic” even during war 
time on its merchandise manufactured for the Government, while the opposer— 
hereinafter referred to as Scott—immediately discontinued all use of the name 
“Philharmonic” during the war. At the time of the filing of the application by 
Philharmonic in April, 1944, the Government suspension order had not been lifted 
so that neither party was then in a position to use the name in connection with 
civilian production. When Philharmonic nevertheless filed an application for regis- 
tration in April, 1944, based on its present use of the name for military purposes, 
Scott filed an opposition based primarily on the ground that it was the first 
common law user and, therefore, the owner of the mark and that it had not lost 
its trade-mark right as a result of the compulsory discontinuance of its use during 
the war. It should be noted, however, that Scott had not resumed use of the mark 
even in its advertising in April, 1944, and that it could not at that time resume 
the manufacture of radio sets for civilian production even if it had intended to do 
So. 

The Patent Office was therefore confronted with the following important and 
rather novel question: Should an opposition be sustained in a case where a person 
who admittedly is the owner of the mark at common law (at the time of the filing 
























1. 70 U. S. P. Q. 539 (1946). The Commissioner’s decision is reprinted in full in Part II 
of this issue. 


* Associate Editor, THe Trape-MArK Reporter; member New York Bar. 
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of an application for registration by another person) is prevented by Government 
restriction from immediate resumption of the use of the name at that time and 
apparently is not even in a position truthfully to allege immediate resumption of 
the use of the name upon termination of Government restrictions? In other words, 
could and should the Patent Office find that such owner of an unregistered pre- 
war trade-mark would be “damaged” by the registration of the identical mark 
by a competitor? Or was the Patent Office to decide that in order to establish 
‘“damage’’ an opposer must not only establish prior use and ownership of the mark 
but actual use thereof at the time of the Competitor’s application? Only two cases 
have been found in which this exact point has previously been raised. But in 
both these cases discontinuance of the use on the part of the first user was voluntary 
rather than compulsory. Furthermore, in both these precedents the situation was 
such that the first user could have resumed the use of the mark at the time of the 
filing of the application. In the earlier of these two cases, i.e., Wiegel Candy Co. 
v. Brown & Haley,’ the owner of the unregistered mark “Tacoma Mountain” for 
candy had discontinued the use of that mark for a number of years due to Govern- 
ment restrictions on the use of sugar and the resulting high price of sugar. Although 
it could have resumed use of the mark at any time during the period of discontinu- 
ance, it did not actually do so until some time after the competitor’s application 
for registration of the word had been granted by the Patent Office. The Com- 
missioner found that for all practical purposes the first user’s discontinuance for 
a number of years amounted to abandonment of the mark regardless of any inten- 
tion of the former to resume use of the mark at some future time. It is thus 
clear that the Wiegel case was quite different in its facts from the Philharmonic 
case and from the numerous cases involving liquor trade-marks whose use had 
been suspended by law during the period of prohibition. There having been no 
element of compulsory non-use in the Wiegel case, the Patent Office’s decision to 
dismiss the opposition was obviously correct under the facts of that case and the 
granting of the registration to the competitor was justified on the finding that the 
first user had lost its ownership as of the date of the filing of the application and 
could not, therefore, be damaged by the registration. The Commissioner rightly 
remarked with regard to the first user's petition at the time of the filing of the 
application : 


It may never resume the use of the mark, and, as pointed out by the Examiner of 
Interferences, if it should undertake to resume it the question of the length of time and 
all the circumstances of the case would have to be taken into consideration in determining 
whether the period of nonuse was such as to establish an abandonment of the mark. 


Similarly, in the subsequent case of Colgate-Palmolive Peet Company v. Royer,’ 
Colgate tried in vain to oppose registration of a mark by a competitor which had 
admittedly been used by Colgate’s predecessor in a similar form many years prior 
to the competitor’s first date of use without having ever been registered. How- 
ever, for a period of over six years prior to the filing of the competitor’s applica- 


T.-M. Rep. 248 (1921). 
U. S. P. Q. 303 (1935). 


2. 11 
3. 26 
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tion Colgate had not used its mark. The Patent Office had little difficulty in 
finding an implied abandonment despite Colgate’s declared intention to resume 
use of the mark in the future. The evidence established in that case that the pro- 
duction of the particular trade-marked item was suspended because “general busi- 
ness conditions made it an inopportune time to add any further products. .. .” 
(ne of the key witnesses then testified that “when conditions improve we shall 
again consider putting out a product under the name... .”’ Assistant Commis- 
isoner Spencer, after noting that the applicant for registration had not produced 
a shred of evidence tending to show an intention on Colgate’s part to abandon 
the mark, squarely raised the question whether an opposer who once used but 
was not presently using the mark was entitled to oppose the registration of that 
mark by another. He directly posed the question: “Is non-user a ground for 
dismissing an opposition?” In answering this question, he emphasized that two fac- 
tors had to be present in order to sustain such opposition: (1) absence of proof 
showing intention to abandon the mark .... (2) a still existing good-will in 
connection with the formerly used mark. In other words, Commissioner Spencer 
was not prepared to make a finding of an implied abandonment unless the good- 
will attached to the particular trade-mark had died during the period of non-use. 
Wherever the associative significance of the mark had thus vanished the mark 
was to be deemed abandoned even if its former owner had intended to resume 
its use. In the Colgate case the competitor reached the conclusion that as a result 
of six years non-use the good-will of the mark had died out and that the “damage” 
occasioned by the application was “too slight” and “too remote.” 

The Philharmonic case had to be considered in the light of these few precedents, 
both of which involved cases of voluntary and not compulsory discontinuance. 
Despite that important difference, the Examiner held that Philharmonic was 
entitled to the registration over the opposition of Scott on the ground that Scott 
was unable to show “damage” in the absence of actual use of the mark “Phil- 
harmonic” at the time of the filing of the application. In other words, the Examiner 
considered Scott’s inability to show damage not only a sufficient reason to dis- 
miss the opposition but actually a sufficient legal basis to award registration to 
Philharmonic. If the Examiner’s ruling would have been permitted to stand it 
would in actual effect result in a finding of abandonment on the part of a pre-war 
user who was compelled by Government order to discontinue civilian manufacture 
during the war. Fortunately, the Commissioner of Patents on appeal reversed that 
part of the Examiner’s decision which awarded registration to Philharmonic, but 
still upheld that part which dismissed the opposition for lack of showing of damage. 
Assistant Commissioner Frazer makes it very clear that involuntary discontinuance 
of trade-mark use does not result in an abandonment and that, therefore, the 
original owner of the mark, 1.e., Scott, remained its owner during the war and at 
least until such time when civilian production was again authorized. This is, 
of course, in entire accord with the numerous prohibition cases in which it had 
been uniformly held that compulsory non-use during prohibition did not affect the 
ownership of a liquor trade-mark regardless of whether it had been registered 
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or not.* Consequently, the Commissioner was bound to find that at the time of 
Philharmonic’s application Scott was still the owner of the mark and that Phil- 
harmonic was not, therefore, entitled “to the use of the mark at the date of his 
application for registration thereof.” He said: 


.... Since opposer owned the trade-mark “Philharmonic” at the time the application 
was filed, applicant was not then entitled to the proposed registration, and the applica- 
tion must therefore be rejected. 


In rejecting Philharmonic’s application, the Commissioner has thus reestab- 
lished the important principle that non-use due to suspension orders or similar com- 
pulsory measures does not constitute abandonment and that the question of abandon- 
ment can only be raised some time after the suspension has been lifted and the former 
owner still has failed to resume use of the mark. This policy is clearly recognized 
in the Lanham Trade-mark Act of 1946 which in Section 8 recognizes a non-use 
“due to special circumstances which excuse such non-use.” While under Sec- 
tion 46(a) non-use for two consecutive years “shall be prima facie abandonment,” 
such presumption can undoubtedly be overcome by showing that the non-use was 
due to “special circumstances,” such as for instance, suspension orders during a 
war emergency. 

In view of this clear decision that Scott was still the owner of the “Philhar- 
monic” mark at the time of the hearing before the Examiner of Interferences, it 
is somewhat difficult to understand why the Commissioner, although denying the 
application for registration, felt bound to dismiss the opposition on the ground 
that as of the time of the hearing the opposer could not show that he had been 
“damaged” by the registration. The Commissioner finally denied Philharmonic’s 
application “without prejudice” to file a new application and dismissed the opposi- 


tion ‘without prejudice to oppose a new application if filed.” His reasoning is as 
follows : 


. . . . Unless opposer resumes use of the mark, obviously it will not be damaged. And 
in the event use is resumed, the question of abandonment should be left open for con- 
sideration in any possible future proceeding between the parties, “growing out of events 
occurring subsequent to the date of the application here involved.” 


It thus appears to be the Commissioner’s opinion that even under the circum- 
stances of this case, i.e., a case of compulsory discontinuance preventing resump- 
tion of use even at the time of the hearing before the Examiner, the former user’s 
conceded ownership of the mark at that time was not in itself a sufficient factor to 
justify the filing and sustaining of an opposition. It is submitted, however, that 
the very fact of continued ownership and continued good-will should in itself be 
consider a sufficient showing of possible damage in cases of compulsory non- 
use. The Commissioner’s finding that in the absence of resumption of use the 
opposer “obviously” will not be “damaged” may well be challenged on the ground 
that as of the time of the hearing use of the mark was still prohibited and that as 
of that time the owner of the mark would certainly be damaged by any attempt 


4. Cf. particularly Kelly Liquor Co. v. National Brokerage Co., 41 U. S. P. Q. 311 (C. C. 
P. A. 1939) ; 29 T.-M. Rep. 279. 
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by others to encroach upon his common law rights. This all the more since the 
Commissioner himself points out that there was no obligation on the part of Scott 
to keep the mark alive through advertising during the period of non-use. 

Be that as it may, the Philharmonic decision, even as finally limited in scope 
by the Commissioner, will constitute a valuable reassurance to those trade-mark 
owners who were forced to discontinue use of their marks during the war. Such 
owners are now advised that their ownership of unregistered trade-marks whose 
use was temporarily suspended has not been in any material way impaired by the 
suspension and will be continued to be recognized, provided only that use is 
resumed within a reasonable period after the lifting of war suspensions. In other 
words, in determining whether or not an unregistered trade-mark whose use had 
been forcibly suspended during the past few years should be considered “abandoned” 
either under the present act or under the Lanham Act of 1946, the Patent Office 
will not give any weight to the war period of non-use but will be guided solely 
by post-war developments and particularly by the resonableness of the period of 
non-use after termination of war-time restrictions. Therefore, the ultimate right 
to register the word “Philharmonic” and other trade-marks in the same category 
(provided it is considered registrable at all and not descriptive) will depend almost 
exclusively on the policy and conduct of its common law owner, 1.e., Scott, in the 
immediate future. If it should be decided by the latter to resume use of the word 
in its pre-war form, the Patent Office will in all likelihood rule that even a new 
application by “Philharmonic” should be denied and Scott be held entitled to 
register the word which, according to the Patent Office’s own finding, was ex- 
clusively owned by Scott in connection with its use on radio receiving sets and similar 
merchandise as recently as April, 1944. If, on the other hand, Scott should take 
no steps to resume use of the mark within a reasonable time after the termination 
of war restrictions, the Patent Office may find implied abandonment in such con- 
tinued non-use in the post war period and eventually award registration of the 
mark to Philharmonic. In making its final decision on the issue of abandonment, 
the Patent Office will undoubtedly be guided by the rule (now codified in Section 
45 of the Lanham Act) that non-use for two consecutive years shall be “prima 
facie abandonment.” 


TRADE-MARK “INCONTESTABILITY” 


By Chauncey P. Carter* 


The 1946 trade-mark law, effective July 5, 1947, is unique in American Federal 
trade-mark legislation in that it, in effect, provides that, subject to certain condi- 
tions and limitations, trade-mark rights may become “incontestable” so far as use 
thereof in Federal commerce is concerned. 


* Member of the Washington, D. C. Bar. 
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How Secured 


With respect to a mark that is registered under this new act, “incontestability”’ 
is achieved when the “registered mark has been in continuous use for five years 
subsequent to the date of such registration and is still in use in (Federal) com- 
merce” and “an affidavit is filed with the Commissioner within one year after the 
expiration of any such five-year period setting forth those goods or services stated 
in the registration on or in connection with which such mark has been in continuous 
use for such five consecutive years and is still in use in (Federal) commerce, and” 
that (1) there has been no final decision adverse to registrant’s claim or right 
or registration; (2) there is no pending proceeding involving such rights. 

With respect to a mark registered or renewed under the law of 1905, “incon- 
testability” is achieved in the same manner except that the registrant must first 
file claim for the benefits of the new act and attach to such claim an affidavit “setting 
forth those goods stated in the registration on which said mark is in use in (Federal) 
commerce.” Upon the filing of such claim notice thereof with a reproduction of 
the mark is published in the Official Gazette and the required five-year period of 
use cannot commence to run until such publication has occurred. 


Examples: Mark registered under the 1946 law December 1, 1947. Affidavit of continued 
use may not be filed before December 1, 1952. 
Mark registered under the 1905 law. Published under new law August 15, 1947. 
Affidavit of continued use may not be filed prior to August 15, 1952. 


J 


Meaning of “Incontestability” and Limitations Thereupon 


The 1946 law provides that any certificate of registration of a mark on the 
Principal Register of such act or of registration under the 1881 or 1905 law “shall 
be prima facie evidence of registrant’s exclusive right to use the registered mark 
in (Federal) commerce on the goods or services specified in the certificate sub- 
ject to any conditions or limitations stated therein... .” 

Certificates of registration on the Principal Register of the new act are, in 
addition, “prima facie evidence of the validity of the registration, (and of) regis- 
trant’s ownership of the mark,’’ while 1905 law registration continues to be “prima 
facie evidence of ownership.” 

When the right to use becomes “incontestable” under the new law, “the certifi- 
cate shall be conclusive evidence of the registrant’s exclusive right to use the 
in the certificate subject to any conditions or limitations stated therein” and to 
registered mark in commerce on or in connection with the goods or services specified 
certain reservations hereinafter pointed out. 


In the first place, “no incontestable right shall be acquired in a mark or trade- 
name is the common descriptive name of any article or substance, patented or 
otherwise.” Apparently, it is not the duty of the Commissioner to examine each 


’ 


trade-mark as it comes up for “‘incontestability” to determine if it is a common 
descriptive name. It appears to be rather a case of where the benefits of incon- 
testability will be denied a registrant otherwise entitled thereto if an opponent 
shows that the registered mark is such a common descriptive name. Such show- 
ing might be made in a cancellation proceeding, civil suit or other litigation in 
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which the alleged incontestable registration is relied upon. It is further provided 
that even where the right to use a registered mark has become incontestable, the 


certificate shall not be conclusive evidence of the registrant’s exclusive right if an 
opponent establishes : 


1. That the registration or incontestable right was fraudulently obtained; or 

2. That the mark has been abandoned; or 

3. That the mark has been transferred and is being used by or with the permission 
of the new owner to misrepresent the source of the goods or services; or 

4. That the alleged infringer is only using “otherwise than as a trade or service 
mark” a personal name that he is entitled to use or a descriptive term or device which 
he uses fairly and in good faith to describe the goods or services or their geographic 
origin; or 

5. Adoption and use in good faith prior to publication of plaintiff's mark under the 
new act (this defense is good only in the area of such prior use); or 

6. Registration and use prior to publication of plaintiff’s mark provided such regis- 
tration was granted or published under the 1946 Act (this defense is good only for the 


area in which use occurred prior to publication of plaintiff's mark under the 1926 
Act) ; or 


7. That the mark has been or is being used to violate the anti-trust laws. 


It will be noted that certificate of registration does not become conclusive 
evidence of registrant’s right to exclusive use until the registrant files an affidavit 
alleging continuous use for five years in Federal commerce subsequent to regis- 
tration. However, a registration granted or published under the new law becomes 
safe from cancellation five years after (a) grant under the new act; or (b) publi- 
cation of 1905 or 1881 law registration under the new act unless: 


a. The registered mark becomes the common descriptive name of an article or sub- 
stance on which the patent has expired; or 

b. the registered mark has been abandoned; or 

c. the registration was obtained fraudulently or contrary to the provisions of the act 
governing collective and certification marks or contrary to the provisions of the act 
barring registration of marks consisting of or comprising immoral, deceptive, scandalous 
or certain disparaging matter or official flag, coat of arms, etc., or the name, portrait, 
or signature identifying a living individual (without his consent) or of a deceased 
President during the life of his widow without her consent 

d. if the registered mark has been assigned and is being used by the assignee to mis- 
represent the source of the goods or services 

e. if the mark is a certification mark and the registrant can not or does not control 
its use or engages in the production or marketing of goods or services to which the 
mark is applied or permits use of the mark other than as a certification mark or dis- 
criminately refuses to certify the goods or services of any person who maintains the re- 
quired standards or conditions. 


It is further provided that no registration of a mark the right to the use of 
which has become incontestable shall be placed in interference with a conflicting 
application. Apparently, such conflicting application must be refused unless and 
until the applicant seeks and obtains cancellation of the incontestable mark. 
There are at least two further exceptions to incontestability in the new law: 
(A) to the extent, if any, to which the registered mark infringes a valid right 
acquired under the law of any state or territory by use prior to the date of publica- 
tion under the new act; and (B) it may not adversely affect the rights or the 





188 FORTY-ONE TRADE-MARK BULLETIN 


enforcement of rights in marks acquired in good faith prior to July 5, 1947. 

A possible further exception is the rather ambiguous provision of the new law 
which holds that a mark registered under the 1905 law on the ground that it was 
in exclusive use for the ten years next preceding February 20, 1905 “shall be 
deemed to have become distinctive of the registrant’s goods in (Federal) Com- 
merce.” From the foregoing, it will be seen that incontestability is far short of 
a cure-all against any and all conflicting use while at the same time it would seem 
most unlikely that it will ever operate to deprive anyone of continued enjoyment 
of a trade-mark right fairly obtained and maintained. 


COLOR HELPS IN TRADE-MARK IDENTIFICATION TESTS* 


By Charles L. Bigelow 
Facts Consolidated, Los Angeles 


Use of full-color reproductions will eliminate one of the several variables in- 
volved in studying the public’s ability to identify trade-marks usually seen in color. 

Black-and-white reproductions create a distortion in trade-mark study, not just 
because color usually aids identification, but because the degree to which color 
aids identification varies with every trade-mark. For this reason, identification 
ratings for trade-marks studied in black-and-white are not comparable. 

Experience has shown that the respondent needs color as a frame of reference, 


and that without color he is not only unable to identify certain trade-marks but 
actually unable to try. 

This need for a frame of reference for certain trade-marks is well illustrated 
by a parallel case in public opinion study: Respondents were asked to identify 
the term, closed shop. While many replied that “you gotta join the union,” some 
in honest bewilderment said they supposed it meant the shopkeeper was out to 
lunch. 

What could have been accomplished in that opinion question by the simple 
clause, “in the field of labor relations,” can be achieved in trade-mark study by 
the use of color. And it is vitally important that this marginal group of respondents 
be brought into the study for the very fact that black-and-white trade-marks have 
no meaning for them indicates a lack of familiarity with the subject of trade-marks. 
A black-and-white likeness of Sir Walter Raleigh, for example, may have no 
meaning for certain respondents who could at least associate the color version with 
cigarettes. But such “borderline” persons are the most apt to go on and identify 
the color portrait as being that of Lord Chesterfield or some Viceroy. 

It is an interesting fact that some respondents can correctly identify two or 
three trade-marks in black-and-white but, after studying the fourth, give a reply 
which shows that they do not even understand that it, too, is a trade-mark. Color 
associates trade-marks with advertising, if nothing else, and makes all respondents 
a part of the effective sample. 


* Reprinted with permission of Printers’ Ink from the issue of October 25, 1946. 
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Effect of Color on Correct and Incorrect 
Identification of Five Trademarks... 
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In a test study, 200 respondents were shown a group of well-known trade-marks 
in black-and-white and were asked to identify the “brand or company” which each 
represented. Each trade-mark that a respondent could not identify was shown to 
him again in full color. The effect of color on identification will be seen in the 
accompanying chart. It makes a difference both in correct and incorrect identifica- 
tion percentages. 

Despite the wording of the question, such generic replies as “gasoline’’ were 
given repeatedly, indicating either a failure to perceive the individuality of branded 
items or the confusion of a product with a single brand. Such replies were not 
recorded and the question was repeated. When the “brand or company” idea 
was put across, by repetition and by displaying the colored trade-marks, many were 
actually able to name brands or companies. However, a disproportionately large 
number gave erroneous replies, as will be seen on the chart. These replies have 
particular significance for the advertiser, since they represent money spent to 
advertise the other fellow’s product. 

It will be seen that the marginal group of respondents (shaded portions of the 
bars) stumbled over some trade-marks more than others. This is to be expected, 
since the ability to recognize a trade-mark as a trade-mark and the ability to identify 
it correctly are not related, and the effect of color on these two factors is not uniform. 

One reasonable argument is advanced for the use of black-and-white repro- 
ductions of trade-marks by able research experts. They think it has its place in 
a study of trade-marks consistently advertised in newspapers, and that only in 
this way can the impact of newspaper advertising be separated from familiarity 
with the trade-mark brought about by visual contact with the package at point of 
sale and possibly in the home. 
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But it seems to me that the only end to be served by black-and-white adver- 
tising of a colored trade-mark is to associate the advertising message with an already 
familiar package. And where this aim is achieved, the reader’s mind will supply 
the color—he will see a red box on the black-and-white page. 

It is doubtful if the process can work in reverse. It is not likely that a reader 
unfamiliar with a package or trade-mark will retain the newspaper image and later, 
seeing the colored package for the first time, will translate it into black-and-white, 
completing the association. It may almost be said, therefore, that there is no such 
thing as black-and-white trade-mark advertising, since the effective circulation 
supplies the proper color. 

In trying to associate a black-and-white newspaper reproduction with a colored 
trade-mark, the copy writer has several advantages. He can create the proper 
context, he can reproduce the complete trade-mark bearing the advertiser’s charac- 
teristic signature or logo, if any, and he can even suggest color by a phrase such 
as “Look for the blue and yellow seal.” 

These advantages highlight the chief obstacles which much trade-mark identi- 
fication study offers to respondents : 


1. Trade-marks of unrelated products are often studied together, destroying the 
context, making it impossible to tell the respondent as an aid to orient his thinking that 
all the trade-marks represent brands of beer or some other specific product. 


2. Trade-marks containing the brand or company name are necessarily masked in a 


test. This usually takes the form of blacking out or “whiting” out, depriving the 
respondent of the characteristic type face that would in itself be an aid to identification. 


This means, moreover, that trade-marks consisting entirely of a name (c.g., Ford, 
Coca-Cola) are seldom studied, and that advertisers are deprived of the yardstick that 
identification of these well-advertised signatures could afford. 


Note: A solution of this problem is the reproduction of a signature, using ciphers 
of the same type face instead of letters (see cut below). 


caePeon 


3. Trade-marks are frequently studied in black-and-white. Quite apart from the 
objections raised above is the common practice of having colored trade-marks photostated 
without sufficient retouching. Reds and even shades of pink come out as black, while 
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many blues fade into white. In short, color values and their relation to one another 
are frequently distorted, making recognition the more difficult. 


In addition to the factors that can prevent trade-mark studies from getting at 
the respondent’s true knowledge, there are several variables that hamper the evalua- 
tion of such studies and threaten the comparability of ratings : 


1. Trade-marks vary in the degree to which they reveal the type of product to 
which they refer, further distorting studies of unrelated products, which have been men- 
tioned above. (Some give-aways: Flit, Jantzen, RCA-Victor, Roma.) 

2. Trade-marks vary in the degree to which they reveal the advertiser’s own identity. 
(Some give-aways: Arm and Hammer, Carnation, and possibly Johnnie Walker.) 

3. Trade-marks vary in the degree to which they are associated with slogans which 
usually accompany them. (Example: Bon Ami’s chick is more readily identified in 
conjunction with the well-known slogan, “Hasn’t scratched yet.”’) 

4. Trade-marks vary in the number and type of media in which they appear, in 
the prominence with which they are displayed and in the length of time they have been 
advertised. Circulation of trade-marks can be estimated only in the most general terms, 
since the most telling medium is the package placed on the housewife’s shelf. 


The sheet of trade-marks which the interviewer lays before the housewife should 
represent as careful planning and as painstaking production as any magazine adver- 
tisement. At most, its cost will amount to only a fraction of the study’s total ex- 
pense. 

When the research budget is small, trade-marks in full color can be found in 
month-old women’s service magazines, available at second-hand news dealers for 


a few cents a copy and in sufficient numbers to provide identical kits for a large 
field staff. Literature, available without charge at gas stations, travel agencies 
and many other places of business, frequently contains trade-marks of the right 
size. Only added expense is a few hours of an artist’s time, and transparent folders 
to protect the finished product. 


In each little symbol may lie a manufacturer’s accumulated advertising expendi- 
ture, all his packaging policies, his good-will, his product’s ability to survive in a 
competitive market. Trade-marks are big business, and the science of accurately 
measuring their impact is part of that business. 


SURVEY SHOWS DRUG CHAINS NOW PUSH NATIONAL BRANDS* 
By Lyman J. Houfek 


In 1938 the private vs. national brand tug of war was thoroughly investigated 
in Madison ( Wis.) chain drug stores to determine the nature and extent of brand 
preference, brand substitution, clerk suggestion to no-brand customers and effective- 
ness of clerk action. 

Eight years ago only 3 percent of Madison chain drug store customers re- 
quested the chains’ private brands ; substitution was not too frequent ; and a majority 
of the no-brand customers walked out of the store with a private brand purchase. 


* Reprinted with permission of Printers’ Ink from the issue of November 22, 1946. 
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At that time no-brand customers, those who requested a product without asking 
for a specific brand, totaled 30 percent of the chain drug store trade—a sizable 
bulk of the drug market that the advertising dollar failed to reach. 

The findings of the 1938 survey were printed that year in the September 22 
issue of this magazine, and the technique used in obtaining those data has been 
applied to a corresponding survey in August and September of this year. 

Investigators, stationed at chain drug store counters, unknown to the clerks 
recorded at the point of salef exactly what took place in each purchase. On small 
cards the investigators checked: (1) what the customer asked for; (2) what 
the clerk did and said; (3) the purchase made by the customer. Only completed 
sales transactions were recorded. For the 1938 survey 582 sales observations 
were made; for the 1946 survey, 600. 

Such point-of-sale data given an accurate picture of: (1) brand preference; 
(2) the nature and extent of attempted substitution and brand suggestion; (3) the 
effectiveness of this attempted substitution and suggestion; (4) the relative sales 
of national and private brands. 

Madison chain drug store customers: (a) asked for at national brand, or 
(b) requested no specific brand but just asked for the commodity, or (c) demanded 
the chains’ private brands. 

There has been a general impression that during the war and since consumers 
became less conscious of brands, whether private or national, requesting products 
by asking for the over-all commodity classification. However, Table I, Brand 
Preference, shows no change in brand consciousness. Eight years ago 67 percent 
of Madison chain drug store customers asked for a national brand, 3 percent asked 
for the chains’ private brands, and 30 percent requested products without asking 
for any specific brand. 

This year 77 of the 600 sales transactions observed were cosmetic sales and 
in this classification the percentage of national brand requests was 57 (against 
67 percent for all commodities in the 600 sales) ; 8 percent asked for the chain’s 
private brand, and 35 percent asked for a cosmetic without mentioning a specific 
brand. 

In the dentifrice and soap classifications the national brand franchise is strong. 
Of all dentifrice customers 96 percent requested a national brand, only 2 percent 
asked for a private brand, and only 2 percent requested a dentifrice without men- 
tioning a brand name. Soap customers requested a national brand in 88 percent 
of their purchases; in 6 percent of their purchases they asked for a private brand, 
and in another 6 percent they mentioned no brand name. 

Table II, Attempted Substitution to National Brand Customers, shows a con- 
spicuous change since 1938. Eight years ago the clerk tried to sell a private 
brand to 9 percent of all national brand customers; today only to 2 percent. How 
successful was he in his attempt at substitution? Seven out of eight national 
brand customers to whom he tried to sell a private brand followed his suggestion 


t Excluded from the survey were such items as jewelry, cigars, cigarettes, whiskey, wine, 
candy and film. 
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ATTEMPTED SUBSTITUTION 
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Table IV 


CLERK ACTION ON NO-BRAND 
CUSTOMERS 


(Total No-Brand Customers= 100%) 
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and switched to the private brand. And about the same ratio (90 percent) 
of all national brand customers to whom he attempted to sell some other national 
brand (because of special promotions, etc.), changed to the competitive national 
brand. Customers listen to the drug clerk. To many he is the man who knows 
what is best for them. 

Dentifrice and soap national brand customers were not asked to switch to a 
private brand, but cosmetic customers were—S percent were asked to try the 
chain’s private brands. And the clerks attempted to get 5 percent of the cosmetic 
customers, 3 percent of the dentifrice customers, and 7 percent of the soap cus- 
tomers to switch to some other national brand. 

Table III, Brand Switching by National Brand Customers, shows a favorable 
trend for the national brands. Compared with 1938, switching from a national 
brand to a private brand dropped from 7 to 2 percent. But switching from one 
national brand to some other national brand increased from 4 percent to 6 percent. 
Eight years ago 11 percent of all national brand customers switched from their 
original request ; today, only 8 percent. 

Some cosmetic customers changed from their original national brand _ re- 
quests—2 percent switching to a private brand, and 7 percent to some other na- 
tional brand. Dentifrice and soap national brand customers did not select private 
brands, but they switched to some other national brand, 5 percent and 7 percent 
respectively. 

Table IV, Clerk Action on No-Brand Customers, brings out a pronounced 
and unexpected trend in favor of the national brand at the expense of the private 
brand. It should be remembered that 30 percent of all Madison chain drug store 
customers are not brand-conscious, and with these customers the clerk is free to 
sell the chains’ private brands or a national brand. In 1938 he suggested a 
private brand to 53 percent of the no-brand customers and a national brand to 
47 percent of them. In 1946 he asked 70 percent of the no-brand customers to 
buy a national brand and only 30 percent to buy a private brand. His suggestions 
were followed, too. All (100 percent) of the no-brand customers to whom he 
suggested the national brand bought it, and 96 percent of the no-brand customers 
to whom he suggested the private brand bought the private brand. The over-all 
results of clerk suggestion to no-brand customers plus the other influences at 
point of sale are shown in the following table, Table V, Brands Purchased by 
No-Brand Customers. 

Several reasons can be advanced why chains currently push national brands 
at the expense of private brands as shown in Table IV. The margin of profit on 
many national brands is today as large as that on many private brands. Also, 
clerks now receive bonuses from some national brand manufacturers for pushing 
national brands, and in some instances the bonus is higher than that received for 
private brands. Chains are beginning to realize that selling private brands to 
customers is a time-consuming job and that letting the national manufacturer do 
the selling is much easier. In addition, chains have fewer private brands in stock 
today than they had eight years ago, a situation caused in some instances by the 
inability to have private brands manufactured. Then, too, a factor to consider 
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is the rapid turnover of drug store sales personnel. It takes time for clerks to 
learn which brand names are to be pushed. 

Table VI, Relative Sales—1946, gives the final outcome of the present day 
private-vs.-national brand tug of war. Of all the people that walked out of the stores, 
87 percent had a national brand product, and only 13 percent had a private brand 
product. 

Almost entirely through clerk suggestion to no-brand customers, national 
brand sales were increased from the 67 percent who had asked for the national 
brand to 87 percent who finally purchased the national brand. And _ likewise, 
private brand sales were jumped from the 3 percent who requested a private 
brand to the 13 percent who walked out of the store with a private brand pur- 
chase. 

Final sales for cosmetics show: 84 percent national brands; 16 percent 
private brands. Dentifrice sales were 98 percent national brands, 2 percent 
private brands. Soap sales were 94 percent national, 6 percent private brands. 

The second Madison chain drug store inquiry ascertains a number of impor- 
tant facts on the controversy between private and national brands. Foremost 
is that the advertising dollar has failed to reach 30 percent of the drug market, 
and this 30 percent keeps the private brand alive and actively competitive. One 
qualification of this 30 percent figure, however, is that brand consciousness is 
strong for a selected group of products; for aspirin, antiseptics, cosmetics, cleans- 


1 


ing tissue, dentifrices, deodorants, hair dressing and tonic, laxatives, razor blades, 
sanitary napkins, shampoo, shaving cream and soap, soap, and tooth brushes, 
customers requested a national brand in 78 percent of the sales; private brand 
requests were 5 percent; and no-brand requests only 17 percent. (No-brand 
requests for the total of all commodities were 30 percent.) Here, group-wise 
speaking, the advertising story is reaching its consumer audience more effectively. 

Madison chains’ private brands are obviousy encouraged, but encouraged only 
slightly at point of sale, for repeat requests amounted to a trivial 3 percent of con- 
sumer demand. 

The practice of substitution is decreasing. Today only 7 percent of the national 
brand customers are subjected to substitution pressure from the clerk as against 
15 percent eight years ago. And most of the substitution now is in favor of a 
national brand. That seems to prove that substitution may be good! 

The final outcome of attempted substitution plus other factors which may influ- 
ence a customer’s choice of product at the point of sale is that sales actually lost 
through brand switching totaled 8 percent. Of the national brand sales 2 percent 
were lost to a private brand; 6 percent to some other national brand. It is signifi- 
cant to note how much fewer national brand sales were lost to the private brand 
than to competing national brands. 


The biggest surprise is the favoritism shown by the chains for the national 
brand when faced with the problem of selling the no-brand customer. To approxi- 
mately two out of three customers the clerk tried to sell a national brand and to 
the rest, one out of three, he tried to sell a private brand—quite a change from 
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1938 when private brands were suggested to 53 percent of the no-brand customers, 
and national brands to less than half (47 percent). 

This inquiry establishes the fact that, at the Madison retail drug outlet level, 
distribution channels are definitely not frozen against national brands because of 
insufficient retail stocks. Of the 400 customers who requested a national brand, 
17 (or 4 percent) were told by the clerk that he did not have the brand in stock. 
To 12 of these 17 national brand customers, the clerk suggested some other na- 
tional brand; and to 5 he suggested a private brand. 

So the trend is unquestionably in favor of national brands. The present score 
stands: national brands, 87 percent of the drug trade; private brands, 13 percent. 


RECENT BRITISH DECISIONS IN TRADE-MARK AND UNFAIR 
COMPETITION CASES 


Dr. Paul Abel, London* 
A. Trade-Marks 


1. The \lorex Case (Similarity of Trade-Marks and goods of the same descrip- 
tion ) 

(a) The facts of the case were as follows: 

Darwins Ltd. (hereinafter referred to as “the applicants’) applied for the regis- 
tration of three trade-marks, each consisting of the word ‘“Morex.” 


In Class 6 in respect of “Steel,” 

In Class 7 in respect of “Hacksaw blades,” “metal slitting saws, handsaws, drills, reamers, 
machine knives, shear blades, cutters, lathe tools and boring tools, wholly or prin- 
cipally of metal for use in machine tools,” and 

In Class 8 in respect of “Handtools, wholly or principally of metal.” 


The applications were opposed by “B. O. Morris, Ltd.” (hereinafter referred 
as “the opponents”) who were the proprietors of the following trade-marks : 


“Morrex” registered in respect of “Wire brushes,” 


“Rex” registered in respect of “Rotary cutters and rotary files being parts of machines 
for use in surfacing metal goods, but not for use in the manufacture or repair of 
boots or shoes or leather goods”; 


“Rex” registered in respect of “Grinding wheels”; 

“Morrisflex,” a mark having been used by the opponents for some time but registered 
only after the applicants had filed their applications. That registration comprised 
inter alia “power-driven machines with flexible shafts for driving rotary cutters, 
rotary files, grinding wheels, rotary wire brushes, rotary polishing equipment,” etc. 


The opponents based their opposition on the contention that they had large trade 
in the goods sold under the mark “Rex,” and that confusion was inevitable if the 
applicants were allowed to sell goods under their proposed registration. 

The applicants denied mainly that “Steel” is the same description of goods as 
any of those for which the opponents’ marks had been registered for use, and, more- 


*Doctor of Laws (Vienna), Consultant on International Law, London. See previous 
reports by this author in 33 T.-M. Rep. 29 and 107; 34 T.-M. Rep. 92; 35 T.-M. Rep. 15 and 115 
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over, they denied that ““Morex”’ so closely resembles the marks of the opponents 
“Rex” and “Morrisflex’’ as to be likely to deceive or cause confusion when used in 
relation to the respective goods. 

(b) The specific issues involved were whether or not the goods in respect of 
which the marks of the opponents were registered and the goods in respect of which 
registration was sought by the applicants are the same or of the same description, and 
whether any or more of the word marks “Rex,” “Morrisflex” or ‘“Morrex’’ so 
closely resemble the word “Morex” as to be likely to deceive or cause confusion 
when used upon the same goods or goods of the same description. 

Considering the first question the Assistant Comptroller’ stated that in deter- 
mining whether two sets of goods were of the same description “consideration has 
to be given e.g., to the nature and characteristics of the goods, their origin, their 
purpose, whether they are usually produced by one and the same manufacturer or 
distributed by the same wholesale houses, whether they are sold in the same shops 
over the same counter and to the same class or classes of customers, and whether 
by those engaged in the manufacture and distribution of the goods they are regarded 
as belonging to one and the same trade.” “No single of these tests,’’ the Assistant 
Comptroller continued, “is conclusive in itself. The production of steel and the 
production of steel tools are two different industries, and in general steel in bulk 
and steel tools are distributed through different agencies. ... These considerations 
far outweigh the commonness of material by the two sets of goods and lead to the 
conclusion that... steel and steel tools are not to be regarded as goods of the 
same description.” In so far as the goods in Class 7 and 8 were concerned the 
Assistant Comptroller decided on the evidence submitted by the opponents that 
these goods were goods of the same description as the goods for which the oppon- 
ents’ marks were registered. 

In considering the second question, viz., the resemblance of the trade-marks the 
Assistant Comptroller argued that in so far as visual comparison of the two marks 
“Rex” and “Morex”’ were concerned, they were so closely distinguishable that there 
would be no reasonable possibility of confusion. He continued: “When considering 
the possibility of phonetic confusion between those two particular words or any two 
words, regard must be had to what has frequently been emphasized in the decided 
cases, namely, the words must not be subjected either to a side by side comparison 
or to a meticulous individual analysis ; nevertheless some structural examination of 
the words is permissible, particularly with the object of ascertaining if either pos- 
sesses any outstanding characteristic that will inevitably exact a more or less lasting 
impression on the bearer’s mind.” Weighing up the evidence, the Assistant Comp- 
troller, therefore, came to the conclusion that there was no real tangible danger of 
confusion of the two words “Rex” and “Morex”’ when used in respect of the sets 
of goods concerned. And the same conclusion was arrived at regarding the words 
‘Morex”’ and “Morrisflex.” 

Hence the Assistant Comptroller arrived at the following results: 

The opposition to the application in Class 6 failed because the goods in re- 
spect of which the application was made (steel) were not the same nor of the same 


1. July 6, 1945, R. P. C. 63, P. 1. 
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description as the goods for which the opponents’ marks were registered. The op- 
position also failed in so far as it was based upon the opponents’ marks “Rex” and 
“Morrisflex,” as neither of these marks was considered to resemble the word 
“Morex.”” The opposition to the registration in Classes 7 and 8 succeeded, but 
solely by virtue of the opponents’ registration of their mark “Morex.” 


Therefore, registration of “‘ Morex”’ was allowed in Class 6 but refused in Classes 
7 and 8. 


2. The Vivicillin Case. 


H. E. N. Enoch applied for registration of a mark consisting of the word “Vivi- 
cillin,”’ an invented word. At the date of the application three trade-marks were al- 
ready on the register which consisted of the word “Cyllin” with or without certain 
additions. The Registrar refused the application holding that the word “Vivicillin” 
so nearly resembled these marks as to be likely to deceive or cause confusion (Sec- 
tion 12/1 of the Trade Marks’ Act). 

The applicant appealed to the Chancery Division. Mr. Justice Cohen now Lord 
Justice Cohen allowed the appeal’. His Lordship held that the onus of proving 
that there was no real danger of conclusion rested with the applicant. He considered 
that the marks must be examined not only when written but also when spoken. 
In his Lordship’s view it was unlikely that the syllable “vivi” would be slurred ; he 
held the conclusion not justified that the trade-marks concerned so nearly resembled 
each other as to be likely to deceive or cause confusion. But his Lordship added: 
“T ought not to leave out the fact that there is a well-known substance “Penicillin” 
which has not been the subject of a registered mark because Sir Alexander Fleming 
has not sought in any way to obtain any personal benefit therefrom. But “Vivicellin” 
was in the same Class as “Penicillin.” There may be no risk of confusion as regards 
“Penicillin” and I do not want to suggest that there is in any way, but I do not think 
in those circumstances I ought to give the prima facie blessing to “Vivicellin” which 
might be thought to arise if I ordered acceptance immediately. I think the right 
course is to allow the appeal and direct that the application be advertised under the 
proviso to Section 18 (1). It seems to me essentially a case where it is expedient, 
by reason of exceptional circumstances, namely the existence of “Penicillin,” to take 
that course. It should be noted that as a rule the application for registration of a 
trade-mark is advertised after its acceptance, but the Register is authorized to cause 
an application to be advertised before acceptance by reason of exceptional circum- 
stances ; in the latter case opposition may be filed already before acceptance of the 
trade-mark concerned. 


3. The Big Ben case. 


The Paper & Box Manufacturing Co., Ltd., commenced in 1939 the manufacture 
of cigarette paper and one Mr. Strassberger should act as its sole selling agent. From 
the middle of 1940 the Company treated the mark “Big Ben” as its own property, 
and applied the same in papers which were used for export sales. In July, 1940 


2. November 22, 1945 (1945), 2 All. E. L. R. 637. See also The Law Times Journal, 
200, p. 233 and the Solicitors Journal, 201, p. 578. 
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the mark “Big Ben” was registered for Strassberger. Two years later the Company 
applied for registration of the same mark. The Assistant Comptroller held that the 
mark belonged at the material dates as business-asset to the Company and that it 
would make the value of the mark, if vested in the agent, precarious, having regard 
to the power of the Company to put an end to the agent agreement concluded with 
Mr. Strassberger. The Assistant Comptroller said it would be going too far to say 
that a gentleman who is merely a selling agent could not have such a connection with 
the goods the subject of the trading as to make it impossible for him to be validly 
registered as the proprietor of a trade-mark in respect of these goods and he thought 
it unnecessary to express a view whether Strassberger acted in good or in bad faith, 
but he arrived at the conclusion that in the circumstances of the case and on the evi- 
dence submitted to him the mark was the property of the Company and, therefore, 
Mr. Strassberger’s registration should be expunged from the Register. 

The appeal from that decision was dismissed by Mr. Justice Evershed (Chancery 
Division ).* 


4. The Bentley case. 


The plaintiffs Bentley Motors (1931) Ltd., are owners of the registered trade- 
mark “Bentley.” They claimed an injunction against the defendants Lagonda Ltd. 
for infringement of that mark. The defendants referred in their defense to an 
agreement made by the plaintiffs and one Mr. Bentley whereby the latter was granted 
the right of permitting in spite of the registration of the said mark the use of his 
name in connection with complete automobiles and aircraft by any company being 
the real employer of said Mr. Bentley. The latter was in the employment of the 
defendants and the defendants although they were not parties to the contract made 
between Mr. Bentley and the plaintiffs, derived from that contract their right of 
using the name of their employee Mr. Bentley for automobiles and aircraft. 

Mr. Justice Evershed (Chancery Division), giving judgment,’ pointed out that 
under English law the terms of a contract are enforceable only by the parties thereto. 
If, therefore, the suit by the plaintiffs against the defendants is a breach of the 
plaintiffs’ contract with Mr. Bentley, the remedy of the latter, unless he is added as a 
defendant, is to bring an independent action against the plaintiffs and ask in that 
action an injunction against Bentley Motors (1931) Ltd., to prevent the further 
prosecution of their claim against him. “But,” his Lordship added, “the court 
has power to add the name of any parties who ought to have been joined or whose 
presence before the court might be necessary in order to enable the court effectually 
and completely to adjudicate upon and settle all the questions in the cause.” Ap- 
plying this rule of procedure whose purpose is to render unnecessary multiplying 
of proceedings the Judge made an order to join Mr. Bentley in the action. 


It seems that the matter was then settled out of court. 


3. November 27, 1945, not reported so far 
4. May 16, 1945, 2 (1945) All. E. L. R. 211. 
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B. Unfair Competition. 


1. The “Office Cleaning” case. 


In my article published 35 T.-M. Rep. 16 I reported the decision of the Court 
of Appeal dismissing the plaintiffs’ claim for an injunction to restrain the defendants 
from using the style “Office Cleaning Association” which injunction had been 
granted by the court of first instance. The House of Lords confirmed the decision 
of the Court of Appeal, sharing the point of view taken by the latter court.” 


2. Master and Servant. 


An important question concerning the relations between Master and Servant, 
was at issue in a case decided by the Court of Appeal* (Lord Greene, M. R., Morton 
and Bucknill, L. J.). 

The plaintiffs Rivac Ltd., manufacture thermionic valves, including midget 
valves for incorporation in hearing aids for the deaf. The defendants Park Royal 
Scientific Instruments Ltd., manufacture such valves but also complete hearing aids 
embodying thermionic valves. The plaintiffs had inter alios five manual highly 
skilled workmen which had been in the plaintiffs’ employ for many years. They 
were employed 51% days per week subject to 24 hours’ notice; they were free on 
Sundays. Without knowledge of the plaintiffs those five workmen worked on the 
invitation of the defendants on Sundays for the latter, assembling midget valves. 
The plaintiffs asked for an interlocutory injunction to restrain the defendants from 
employing or procuring to employ in the services of the defendants any servant or em- 
ployee of the plaintiffs whilst still in the service or employment of the plaintiffs. It 
was not alleged that the five workmen made use of any confidential information. 

Mr. Justice Cohen—as he then was—(Chancery Division) refused to grant such 
an injunction. The plaintiffs appealed. The Court of Appeal granted the injunc- 
tion. 

Lord Greene, giving the judgment of the Court considered that “as a general 
proposition it is indisputable that an employee owes the duty of fidelity to his 
employer. The practical difficulty in any given case is to find exactly how far 
that duty of fidelity extends.” 

His Lordship continued: “Prima facie it seems to me... that it must be a ques- 
tion of the facts of this particular case. I can very well understand that the obliga- 
tion of fidelity, which is an implied term of the contract, may extend very much 
further in the case of one class of employee than it does in others. For instance, 
when you are dealing, as we are dealing here, with mere manual workers whose 
job is to work 5% days for their employer in a specific type of work and stop their 
work when the hour strikes, the obligation of fidelity may be one of the operation 
of which will have a comparatively limited scope. The Law, would, I think, be 
jealous of attempting to impose on a manual worker restrictions the real effect of 
which would be to prevent him utilizing his spare time. He is paid for five and 


November 28, 1945, 1 (1946) All. E. L. R. 320. 
February 6, 1946, 1 (1946) All. E. L. R. 150; The Times Law Reports, vol. 62, p. 231. 
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a half days in the week. The rest of the week is his own, and to impose upon 
a man, in relation to the rest of the week, some kind of obligation which really 
would and reasonably tie his hands and prevent him adding to his weekly money 
during that time, would, I think, be very undesirable. On the other hand, if you 
have employees of a different character, you may very well find that the obligation 
is of a different nature. A manual worker might say: ‘you pay me for five 
and a half days’ work. I do five and a half days’ work for you. What greater 
obligation have I taken upon myself? If you want in some way to limit my 
activities during the other day and a half of the week, you must pay me for it.’ In 
many cases that may be a very good answer. In other cases it may not be a good 
answer because the very nature of the work may be such as to make it quite clear 
that the duties of the employee to his employer cannot properly be performed if in 
his spare time the employee engages in certain classes of activity. One example 
was stressed in argument, that of a solicitor’s clerk who on Sundays, it was as- 
sumed went and worked for another firm in the same town. He might find him- 
self embarrassed because the very client for whom he had done work while work- 
ing for the other firm on Sunday might be a client against whom clients of his 
main employer were conducting litigation, or something of that kind ... I merely put 
that forward, not for the purpose of laying down the law or expressing any con- 
cluded opinion, but merely as illustrating the danger of laying down any proposition 
and the necessity of considering each case on its facts.” 

After reviewing the authorities Lord Greene concluded: “This is a case of 
deliberate and secret action by these employees, deliberate and secret action by the 
defendants in circumstances where both the employees and the defendants must 
have known the exact result of what they were doing and must have realized that 
what they were doing was wrong, even if they did not distinguish in their minds be- 
tween the question of commercial morality and legal obligation. That being so, and 
there being in my opinion a prima facie case and the balance of convenience and 
service being in favor of an injunction, I think the judge who took the other view 
came to the wrong conclusion. I should perhaps have mentioned that he did not 
think that, once the question of confidential information was excluded, there was 
not sufficient left in the action of the plaintiff’s work people to constitute the breach 
of any implied obligation. It is on that point that I take a different prima facie 
view. The way the matter struck me was that prima facie, in the absence of 
direct authority on the point, he did not feel that he ought to say that the obliga- 
ion of the servants in this case went as far as it was said it did. I have come to 
the opposite conclusion without expressing any final judgment of the matter, be- 
cause we have not all the facts before us.” 

For these reasons his Lordship arrived at the conclusion that the Appeal should 
be allowed and injunction granted. 

The two other learned Lord Justices concurred. Lord Justice Morton in par- 
ticular added inter alia: “It is clear that the five employees in question have not 
broken any expressed term of their contract of employment. It was not provided in 
their contract, for instance, that they should give their time exclusively to the work 
of the plaintiff's company. What implied term, if any has been broken?” [I am 
content, as Maugham, L. J., was content in Wessex Dairies, Ltd. v. Smith when 
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he said: ‘I think that it is a necessary implication which must be engrafted on such 
a contract that the servant undertakes to serve his master with good faith and fidel- 
ity.” 


C. Protection of Title. 


1. Lady Eleanor Smith, a well known composer, sought an interlocutory injunc- 
tion to restrain the defendants Ealing Studies Ltd., from passing-off a film under 
the title “Lovers Meeting” as being an imitation of the title of her novel bearing the 
same title. She contended that she was about to produce a film based on a novel 
written by her under that title and submitted that the public would be deceived if 
the defendants’ film were produced and advertised under the same title. Mr. Justice 
Romer (Chancery Division’) held that Lady Smith’s delay in bringing proceedings 
barred her right for an interlocutory injunction, but ordered speedy trial of the action 
itself. The prospects of the case were obviously in her favour, but the death of 
Lady Smith had the consequence that no further step was taken by her personal 
representative so that the matter appears to be in abeyance. 


2. The title “Architect.” 


By the Architects’ (Registration) Act, 1931, it was enacted that a council of 
architects should be set up who should establish and maintain a register of what were 
to be known as “registered architect.” An Act of 1938 did away with the adjective 
“registered” and set up a tribunal to which anybody, whose application for regis- 
tration as an “architect” had been refused by the council, could appeal. The Act 
itself did not lay down any definition of “architect.” 

The council had laid down a definition of that word as follows: ‘An Architect 
is one who possesses, with disregard to aesthetic as well as practical considerations, 
adequate skill and knowledge to enable him (1) to originate, (2) to design and 
plan, (3) to arrange for and supervise the erection of such buildings or other works, 
calling for skill and planning as he might, in the course of his business, reasonably 
be asked to carry out in respect of what he offers his services as a specialist.” 

Mr. Jaggar, an engineer and surveyor, in the employ of a borough, applied to be 
registered as an architect, but the council refused to register him, whereupon he 
proceeded to appeal to the appeal tribunal, set up under the said Act of 1938, but 
his appeal was dismissed. He lodged a motion for certiorari to quash the decision 
of the tribunal. 


Mr. Justice Lewis” said in the course of the judgment of the Court (King’s 
Bench Division, Lewis, Oliver and Birkett, JJ.): ‘The word ‘architect’ must con- 
vey to anybody some degree of skill. There being nothing in the Act of Parliament 
to guide the council as to the meaning of the word “architect” it seems to me 
that the legislature purposely . . . left to the council of architects the task of deciding 
what the proper skill or what the proper qualification were for a person who was en- 
titled to be called an architect. There is no question that under the Act of Parliament 


7. Reported in The Daily Telegraph of October 17, (945. 


8. May 3, 1945, 2 (1945) All. E. L. R. 131; The Times Law Reports, vol. 61, p. 445; 
The Solicitors’ Journal, vol. 89, p. 436. 
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the powers given to the council are powers which might, and do, affect very much 
a man’s livelihood, but one can well see the qualification in the profession of archi- 
tect is an important matter, and one which is highly valued by architects themselves. 

.I am not for any moment suggesting that, if the council put some outrageous 
test which a person applying to be registered as an architect had to pass before he 
could be registered as an architect, it might be said in the Court that the tribunal, 
by setting up this ridiculous test had not really considered the question they ought 
to have considered, namely whether this particular person was practicing as an 
architect .... But the proviso in the definition “adequate skill....” is by no means 
putting a very high test of skill, but such skill as is adequate to qualify as an archi- 
tect.” 

For these reasons his Lordship arrived with the concurrence of the two other 
judges at the conclusion that the ground of the appeal based on the construction of 
the word “architect” failed. The motion, however, was successful, but only for 
formal reasons of procedure which lack general interest. 


D. Defamation. 


1. The important question of responsibility for publication of defamatory state- 
ments made in Parliament was at issue in an action which Mr. Frederick Voigt an 
editor of the magazine, The Nineteenth Century and After, commenced against the 
News Chronicle Limited. In July, 1944, the Minister of Information made a 
statement in the House of Commons in which he described the said magazine as 


the favorite paper of Wilhelm Joice (known as “Lord Haw-Haw,” who was exe- 
cuted for high treason some months ago). The daily paper, News Chronicle, quoted 
this statement and added inter alia that the Minister “paid overdue tribute to its long 
pink, bespectacled and prophetic editor Frederick A. Voigt.” The plaintiff alleged 
in his action that these words meant that he has been engaged in publishing a paper 
whose views were calculated to win the approval of traitors. The defendants denied 
that meaning and pleaded that the words were an accurate report of proceedings in 
Parliament, published bona fide and without any malice. Mr. Justice Birkett (King’s 
Benth Division’) decided in favour of the plaintiff. His Lordship stated that 
the defendants made the statement of the Minister their own and that they stressed 
that what the Minister had said was true and should have been said earlier. 
The defendants were, therefore, not considered to be protected by the rule laid down 
in re Mangena v. Wright in 1909 that a person who bona fide and without malice 
publishes an extract from or an abstract of a parliamentary paper is not liable for 
libel in respect of such publication. 

2. Another important question regarding the law of defamation was decided by the 
Court of Appeal (Scott, MacKinnon, LL.J. and Uthwatt, J.,"° The National Union 
of General and Municipal Workers, a registered Trade Union, sued one Mr. Gillian 
for libel. The defendant alleged that a Trade Union was not entitled to sue for 


9. June 12, 1945, The Law Times Journal, vol. 200, p. 19; The Times, July 10, 11 and 
13, 1945; The Solicitors’ Journal, vol. 89, pp. 306 and 396. 


10. October 25, 1945, The Times Law Reports, vol. 62, p. 46; The Times, August 1 and 
October 25, 1945. 
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libel. The Court of Appeal, confirming the decision of Mr. Justice Birkett held the 
opposite view and dismissed the defendant’s appeal. 


E. Miscellaneous. 


1. The Patents and Designs Act, 1946, which has just come into force is dealing 
mainly with patent and designs matters but contains also provisions which relate to 
trade-mark matters. The Patents, Designs, Copyright and Trade-Marks (Emer- 
gency) Act, 1939, had authorized the Comptroller to extend the time limited—inter 
alia—by the Trade-Mark Act, 1938 for doing any act, where he was satisfied that 
the doing of the act within the time limited was prevented by a person’s being on 
active service or by any other circumstances arising from the existence of a state of 
war. The said 1946 Act provides that the Comptroller may refuse to grant such 
extension of the act in question, if it had been done immediately before the specified 
time, would have been done by or on behalf of a German or Japanese national or a 
German or Japanese company. The interpretation clause makes it clear that the ex- 
pression “German national” does not include any person, who was a German 
national by reason only of the incorporation of any territory in the German State 
after March 1, 1938; that applies, e.g., to Austrians or Sudeten people who became 
Germans under Nazi legislation by the forced annexation of their home countries. 
The Act of 1946 further states that concessions under the Emergency Act, 1939, 
may be refused in cases where the person or company which would benefit belongs 
to a country which does not grant equivalent concessions to British nationals or 
British companies. If foreign nationals apply under the said provisions of the Emer- 
gency Act for extension of time limits it will, therefore, henceforth be necessary 
to show that the respective country exercises reciprocity either under statutory reg- 
ulations or in practice. 
2. Another proviso not without interest to trade-mark owners is contained in Sec- 
tion 62 of the Income Tax Act, 1945. Under this Section, it shall be allowed, in 
computing the profits or gains of any trade for Income Tax purposes, to be deducted 
as expenses any fees paid or expenses incurred in obtaining, for the purposes of 
the trade, the registration of a trade-mark or the renewal of registration of a trade- 
mark. 
3. Some Statistics. In my article in 35 T.-M. Rep. 123, I mentioned that applica- 
tions for Trade-Marks Suspensions under the aforementioned Emergency Act, 
1939, amounted from September 3, 1939, until the end of 1944 to 64 cases. In 
1945 and in the first four months of 1946 applications were filed for variation of 
previously issued orders, by extension of the period of suspension for further two 
years in respect of seven enemy owned trade-marks, all of them consisting of 
or containing the word ‘‘Meta;” and another application concerned the suspension 
of two enemy owned trade-marks containing the word “Zyelon.” It may be seen 
from these figures that a very modest use has been made of the powers granted 
under the Emergency Act, at least with regard to enemy owned trade-marks ; and 
the same is true also in respect of patents and copyright although, of course, the 
respective figures are considerably higher. 


OO 























RECENT CANADIAN DECISIONS 


RECENT CANADIAN TRADE-MARK DECISIONS 
by Harold Fox* 


Two decisions in trade-mark cases have recently been rendered by the Exchequer 
Court of Canada. In the first of these, J. K. Smit & Sons of Canada Ltd. v. The 
Registrar of Trade Marks (August 30, 1946) the word ‘“Superset” as applied to 
drilling, cutting, grinding and dressing tools was held to be descriptive and there- 
fore unregistrable as a trade-mark under Sec. 26(1)(c) of the Unfair Competition 
Act, 1932. Leave to proceed under Sec. 29 of the Act was given, by the provisions 
of which section registration may be ordered by the Court upon production of suffi- 
cient evidence of user to prove that the mark has lost its primary descriptive char- 
acter and has acquired a secondary distinctive significance. 

In the second of these two cases, The B. Manischewitz Co. v. Gula, (September 
6, 1946) the plaintiff had adopted for use and registered the words “Tam Tam’”’ as a 
trade-mark applicable to Kosher crackers and biscuits which were sold in a distine- 
tively designed carton. Defendant sold biscuits of the same type under the name 
“Tum Tum” in cartons closely resembling those of the plaintiff. An interim injunc- 
tion restraining the use of the said words, as well as the form of the carton em- 
ployed, was granted on December 6, 1945 and this injunction was made permanent 
by the present judgment. 

O’Connor, J., in rendering his decision, held that the words “Tam Tam” were 
properly registered as a trade-mark, that the defendant, by the use of the words 
“Tum Tum” on similar wares, had infringed the plaintiff’s mark and passed off his 
goods as and for those of the plaintiff and had, by the use of the carton complained of, 
directed public attention to his wares in such a way that it might reasonably be 
apprehended that confusion would result between them and the wares of the plain- 
tiff in contravention of Sec. 11(b) of the Unfair Competition Act, 1932. 

The interesting part of this judgment has to do with the interpretation of what 
constitutes a descriptive word. The Unfair Competition Act, 1932, provides, by 
Sec. 26(1)(c) that a word mark shall be registrable if it “is not, to an English or 
French speaking person, clearly descriptive or misdescriptive of the character or 
quality of the wares in connection with which it is proposed to be used, or of the 
conditions of, or the persons employed in, their production, or of their place of 
origin.”” The defendants contended that the plaintiff's word mark was not regis- 
trable because it was well a known Jewish term equivalent to the English word “taste” 
or “tasty” and therefore a mere laudatory term both descriptive and publici juris. 
In his reasons for judgment, O'Connor, J, said: 

“There was a distinct conflict of opinion between the Hebrew scholars who gave 
evidence on this point. After considering their evidence very carefully, I accept the 
opinion of Mose H. Arnoni that “Tam” is not a Hebrew or a Jewish word and 
that to a Hebrew or Yiddish speaking person, the words “Tam Tam’ do not 
convey anything. 





* Member of the staff of the University of Toronto Law School. Author of several text- 
books on the Canadian law of copyrights and trade-marks. 
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“T think that all that can be said in support of the defendants’ contention is 
that when pronounced ‘Tam’ is similar in sound to the Hebrew word for ‘tasty.’ 
But even if the word ‘Tam’ does convey the meaning of ‘taste’ or ‘tasty’ to a 
Yiddish speaking person, it would not be unregistrable for that reason. It is an 
English word being the usual abbreviation for Tam O’Shanter, meaning a Scotch 
cap. It is not to an English or French speaking person clearly descriptive or mis- 
descriptive of the character or quality of crackers.” 

The learned Judge draws a pretty long bow in suggesting that the word “Tam” 
as applied to Matzos and Passover crackers, could be in any way related to the 
abbreviation of the English term Tam O’Shanter. But, disregarding this somewhat 
strained view, the learned Judge is obviously correct in his interpretation of Sec. 26 
(1)(c) of the statute. This, however, is a good illustration of the unhappy results 
which may follow from an effort to make a statute too precise and restricted in its 
meaning. It is a little difficult to understand why only English and French speak- 
ing citizens should be taken into account when consideration is given to descrip- 
tiveness and those speaking other languages disregarded. Canada has considerable 
numbers of Russian, Polish and German speaking inhabitants and it would seem 
hardly proper that, trading within the ambit of any such language group, a trader 
should be able to monopolize a common word of that language to the exclusion 
of all others. The goods here in question were obviously intended for sale to 
Jewish people. It follows from this judgment, and from the statute, that any trader 
may monopolize any word in the Hebrew or Yiddish language, no matter how 
clearly descriptive it may be, and prevent all others from using that word to describe 
their goods if they fall within the classification of similar wares. On this principle 
the German word “Gut” is registrable and subject to exclusive use, although 
its English equivalent is a mere laudatory epithet incapable under any circumstances 
of acquiring distinctiveness. The same rule obviously applies to all languages 
other than English and French. The principles of the American law on the question 
of descriptiveness are much more flexible than ours and thus make more sense. 
Cf. In re Bradford Dyeing Association (1917) 46 App. D.C. 512 which held 
that descriptive words were unregistrable even though in a foreign language, and see 
cases discussed in Derenberg, Trade-Mark Protection, at p. 266 et seq. 

A further point of interest was considered in this case and may be given in 
the words of the trial judge: 

“Evidence was given by a detective as to trap orders to storekeepers. But 
there are two objections to this evidence. First, the plaintiff did not give particulars 
to the defendants immediately afterwards so as to permit the defendants to investi- 
gate the same. In C. C. Wakefield & Co., Ltd. v. Purser (1934) 51 R.P.C. 167 at 
171, Farwell, J., said: 

Further, if a person is resorting to a test order or a trap order, even in a case of 
this kind, where the necessity for such a device may be a real one, that person is bound 

to carry out the proceedings with the utmost fairness to the prospective defendant in the 

action. It is essential, if the plaintiff is to succeed in the action which he ultimately 

brings, that he should be able to satisfy the Court that he has acted throughout with 
the most exact fairness to the defendant and has given him every reasonable chance of 


investigating the matter for himself, so that he may be in a position to put forward in the 
action, if one follows, any and every defence properly open to him. 
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“Second, this evidence was not clear as to whether there was any confusion 
or whether the storekeepers, not having ‘Tam Tam’ crackers, merely substituted ‘Tum 
Tum’ crackers which they had in stock. This evidence, therefore, does not warrant 
my attaching any weight to it.” 

Judgment was given not only restraining infringement of the registered trade- 
mark ‘Tam Tam’ but was also directed against the further use of the defendant's 
carton which the trial judge held to show a striking similarity to that of the plaintiff 
without differences sufficient to avoid confusion. On this basis he held that the 
defendants had, “in the course of their business, directed public attention to their 
wares in such a way that, at the time they commenced so to direct attention to them, 
it might be reasonably apprehended that their course of conduct was liable to create 
confusion in Canada between their wares and those of the Plaintiff’ in contravention 
of Sec. 11(b) of the statute. 


INDIA—ACT XII OF 1946 
An Act Further to Amend the Trade-Marks Act, 1940 





WHEREAS it is expedient further to amend the Trade-Marks Act, 1940 (V of 
1940), for the purposes hereinafter appearing : 


It is hereby enacted as follows: 


1. Short Title—This Act may be called the Trade-Marks (Amendment) Act, 
1946. 


2. Amendment of Section 4, Act V of 1940.—For sub-section (2A) of section 
4 of the Trade-Marks Act, 1940 (hereinafter referred to as the said Act), the fol- 
lowing sub-sections shall be substituted, namely : 


“(2A) The Central Government shall appoint two or more Deputy Registrars 
of Trade-Marks to discharge, under the superintendence and direction of the Regis- 
trar such functions of the Registrar under this Act as he may from time to time 
authorize them to discharge; and any reference in this Act to the Registrar shall 
include a reference to any Deputy Registrar when so discharging any such function. 

(2B) The Central Government may by notification in the official Gazette author- 
ize the Registrar to delegate any particular functions of the Registrar to officers 
other than the Deputy Registrars of Trade Marks.” 


3. Amendment of Section 10, Act V of 1940.—In sub-section (1) of section 
10 of the said Act, for the words “already on the register” the words, figures and 
letter, “either already on the register or already registered in any Indian State to 
which section 82A for the time being applies” shall be substituted. 


4. Amendment of Section 19, Act V of 1940.—In Section 19 of the said Act, 
after the words “from the register” the words, figures and letter “under this Act, 
or from the register of trade-marks in any Indian State to which section 82A for 
the time being applies,” shall be inserted. 
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5. Amendment of Section 21, Act V of 1940.—(1) Section 21 of the said Act 
shall be renumbered as sub-section (1) of that section, and in the section as so 
renumbered, the words “‘if valid’’ shall be omitted. 

(2) To the said section as so renumbered the following subsection shall be added, 
namely : 

(2) A person registered in any Indian State to which section 82A for the time 
being applies, as proprietor of a trade-mark shall have the same rights in respect 
thereof as are conferred by this section on a person registered under this Act as 
proprietor of a trade-mark.” 

6. Amendment of Section 22, Act V of 1940.—In sub-section (3) of section 
22 of the said Act, for the words “two or more registered trade-marks” the words, 
figures and letter “two or more trade-marks registered under this Act or in any 
Indian State to which Section 82A for the time being applies,” shall be substituted. 


7. Amendment of Section 23 Act V of 1940.—In section 23 of the said Act, 
for the words “registered trade-mark” the words, figures and letter “trade-mark 
registered under this Act or in any Indian State to which section 82A for the time 
being applies,” shall be substituted. 


8. Amendment of Section 46, Act V of 1940.—To sub-section (2) of section 
46 of the said Act, the following Explanation shall be added, namely : 

“Explanation —For the purposes of sub-section (1) and this sub-section, a 
person who has registered a trade-mark in any Indian State to which section 82A 
for the time being applies, may be a “person aggrieved.” 


9. Amendment of Section 57, Act V of 1940.—(1) Section 57 of the said Act 
shall be renumbered as sub-section (1) of that section, and in the section as so re- 
numbered, the words “‘if valid’’ shall be omitted. 

(2) To the said section as so renumbered, the following subsection shall be added, 
namely : 

“(2) A person registered in any Indian State to which section 82A for the time 
being applies, as proprietor of a certification trade-mark shall have the same rights 
in respect thereof as are conferred by this section on a person registered under this 
Act as proprietor of a certification trade-mark.” 


10. Amendment of Section 58, Act V of 1940.—In sub-section (3) of section 
58 of the said Act, for the words “registered certification trade-marks” the words, 
figures and letter “certification trade-marks registered under this Act or in any 
Indian State to which section 82A for the time being applies,” shall be substituted. 


11. Amendment of Section 68, Act V of 1940.—(1) in sub-section (1) of section 
68 of the said Act, for the words “From such date, not being earlier than one year 
from the commencement of this Act, as the Central Government may, by notification 
in the official Gazette, appoint in this behalf,” the words and figures “On and after 
the first day of January, 1947,” shall be substituted. 

(2) To the said section the following sub-section shall be added, namely : 

(4) Nothing in this section shall— 

(a) Apply to a trade-mark, application for registration of which has been made 
before the first day of January, 1947, until such application has been disposed of ; 
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(b) affect the use of the word “registered” in respect of a trade-mark registered 
in any Indian State to which section 82A for the time being applies, or until the 
application has been disposed of, in respect of a trade-mark, application for the reg- 
istration of which has been made in any such Indian State before the aforesaid date.” 

12. Insertion of New Section 82A in Act V of 1940.—After section 82 of the 
said Act, the following section shall be inserted, namely : 

“82A. Power to make reciprocal arrangements with Indian States—(1) The 
Central Government may enter into reciprocal arrangements with any Indian State 
whereby trade-marks and certification trade-marks registered under this Act shall 
have in that State protection as if registered in that State and where such arrange- 
ments have been entered into with any Indian State, the Central Government shall 
apply to that State. 

(2) Where any such arrangements as aforesaid with any Indian State are term- 
inated, the Central Government shall by a further like notification cancel the notifica- 
tion under sub-section (1) relating to that State.” 

13. Amendment of Section 83, Act V of 1940.—In section 83 of the said Act, 
the word “British,” where it occurs for the first time, shall be omitted. 

14. Amendment of Section 84, Act V of 1940.—In sub-section (2) of section 
84 of the said Act, after clause (1) the following clause shall be inserted, namely : 

“(II) Make such supplementary provision as may be necessary or expedient 


to give effect to reciprocal arrangements entered into with Indian States under sec- 
tion 82A.” 


CHINESE TRADE-MARK SITUATION 





We are indebted to our Foreign Collaborator, Mr. N. F. Allman, Shanghai, 
China, for the following information: 

The Bureau of Social Affairs in Shanghai announces that the Chinese Trade- 
Mark Bureau of the Ministry of Economics has decided to adopt the following three 
steps in handling trade-marks registered with the puppet government : 





1. All trade-marks registered or approved by the puppet government shall be con- 
sidered null and void irrespective of the nationality of the registrant. 

2. Trade-mark registration certificates, notices of approval, decisions on disputes, 
gazettes, and other documents issued by the puppet government shall not be accepted as evi- 
dence to support a claim of use or right under the Trade-Mark Law. 

3. With regard to registration certificates, or notices of approval issued by the Trade- 
Mark Bureau of the Chinese National Government to Chinese or foreign merchants, if 
an endorsement of examination, or any other words were added on such certificates, or 
notices, by the puppet government offices, or any documents were issued in place thereof, 
the same shall be immediately sent to the Trade-Mark Bureau of the Ministry of 
Economics to be exchanged for new certificates. 











The above notice was published in the Ta Kung Pao, October 4, 1946. 
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CURRENT BOOKS AND LITERATURE 


The Basis and Development of Fair Trade. The National Wholesale Druggists’ 
Association, 330 W. 42nd St., New York. Price $5.00. 

This book constitutes the most up to date presentation of the present status of 
fair trade legislation. It consists in the main of a paper presented by E. L. Newcomb, 
President of The National Wholesale Druggists’ Association, on ‘Fair, Equitable 
and Lawful Distribution” and a comprehensive article by the late Counsel of the 
Association, William F. Allen, on “Correlation of State Fair Trade Acts.” In addi- 
tion, there are two articles by the Association’s present Counsel, Harold Harper, on 
“Fair Trade in Practice” and ‘Fair Trade in the Courts.” There are numerous ap- 
pendices reprinting not only the various statutory provisions but also giving some 
typical fair trade contract forms. As a whole, the compendium reflects a scholarly 
and careful analysis of the many problems in the field of resale price maintenance 
with which trade-mark owners are currently concerned. 


Fair Trade Obstructs Monopoly of Distribution. An address by John W. 
Anderson, President American Fair Trade Council. 

This pamphlet is being distributed by the American Fair Trade Council at 55 
W. 42nd Street, New York. It makes a plea for continued enforcement and applica- 
tion of the various fair trade statutes. 


Analysis of Robinson-Patman Decisions by William H. Leahy. 

This brief analysis and summary of Robinson-Patman Act cases which have been 
decided during the last few years was prepared especially for the Association of 
National Advertisers by its author. The material has been compiled in mimeo- 
graphed form and will probably be brought up to date from time to time. It is 
available upon special request to the Association of National Advertisers, 285 Madi- 
son Ave., New York. 


New Guide for Trade-Mark Users Modern Industry, September 15, 1946, p. 
157. 


In this well written and well illustrated article, the numerous changes and ad- 
vantages of the new trade-mark act are discussed. The purpose of the article, as 
stated by the editors of the magazine, is not to give legal advice. It is “to put into 
layman's language the significant provisions of the Lanham Act; and to emphasize 
the importance of consulting your own trade-mark counsel to plan your course of 
action when the Law goes into effect next July.” In our opinion, the article well 
accomplishes these two purposes. 


Carter’s Guide to the Classification of Goods for Trade-Mark Registration, 3d 
edition. Price $5.00. 

The third edition of this practical guide for trade-mark registration has just been 
announced. Since under the new Lanham Act a classification system will remain in 
effect, this guide will continue to be a useful tool even beyond July 5, 1947. For cop- 
ies, write the author, Chauncey P. Carter, 3111 Foxhall Road, Washington 16, D. C. 
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